. [ASPASSED BY THE NATIONAL ASSEMBLY] - = -
, o o ~ Bil
| 3 to amend the Trade Marks Ordz'nal‘fz.ce,AZOOJ
WHEREAS it is expedient to amend the Trade Marks Ordinance, 2001 (XIX of 2001-),.in
the mannervand'for the purp;)ses herginafter appeaﬁng; |

It is hereby enacted as follpws: -

1. Shdrt"titlg and commehcement. - (1) This Act shall ‘be called the Tréde Marks

“(Amendment) Act, 2023.
(2) - It shall come i;lto‘force atonce.

2. Amendnment of section 2,. Ordinance XIX OF 26.01.— In the Trade Marks Ordinance,
2001 (XIX of 2001), hereinafter referred to as the said Ordinance, in section 2, -
. "(a) clause (i) shall be re-numbered as clause (ib) and before that the following new cléuses

shall be inserted, narneiy:- .

“G@ “Act” means the 'Intcf;llecfual Prdperty Organization of Pakistan Act, 2012

.(Act No. XXII 0f 2012);”;

“(ia) “administrative division” means the division to which business of this

‘Ordinance stands éllocated; _
(b) for clause (ix), the following shall be substituted, namely:-

“(ix) “éountéljfeit trade mark goods” means any goods including packaging

bearing without authorization a trade mark which is identical or deceptively
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- 8. Amendment of section 14, Ordinance XIX of 2001.- In .the said Ordinance, in

section 14, in sub-section (3), in clause (a), for the words “a High Court or a District Court”, the .

words “the High Court” shall be su_bstitufed.

9. Amendment of section 17, Ordinance XIX of 2001.- In the said Ordinance, in-

section 17, in sub-section (6), after the expression, “description of goods”, the words “or services
or description of services” shall be-inserted and thereafter the words “or a District Court” shall be

omitted.

10. Amendment of section 24, Ordinance XIX of 2001.- In the said Ordinance, in

sec;tion 24, in sub-section (6), for the words “District Courts’, the words “IP. Tribunal” shall be

substituted.
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11, Amendment. of sectlon 33 Ordinance XIX of 2001.- In the sa1d Ordmance mn

~ section 33, in sub-section (2), for the words “withdrawn’, the words “abandoned as per procedure

prescribed under the rul_es” shall be subst1tuted.

12. Amendment of section 47, Ordinance XIX of 2001.— In the said Ordinance, m
section 47, for the words “District Court” and “a District Court”, wherever occurring,. the words

“IP Tribunal” and “an IP Tribunal” shall be substituted respectively; ,

13. '\ Amendment of sectlon 48 Ordmance XIX of 2.001 In the said Ordlnance in
: sectlon 48, for the words “g D1str10t Court”, wherever occurrmg, the words “an IP Tnbuna » shall
be substituted and for the words “a District”, wherever occurring, the words “an IP Tribunal” shall

be substituted. -

14. Amendment of section 51, Ordinance XIX of 2001:- In the said Ordinance, in

section 51, for the words “a District Court”, wherever occurring, the words “an IP Tribunal” shall

be suBstituted.
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“Director General; [PR (Enforcement), Director, IPR (Enforcement) or Collector of Customs or

any competent authority under the Customs Act, 1969 (IV of 1960)” shall be substituted.

. 3 . .
21. Amendment of section 59, Ordinance XIX of 2001.- In the said Ordinance, in’

section 59, for the words “Collector of Customs”, wherever occurring, the expression “Director
General, IPR (Enforcement), Director, PR (Enforcement) or Collector of Customs or any

competent authority under the Customs Act, 1969 (IV -of 1969)” shall be substituted.

22. Amendment of section 60, Ordinancev XIX-of 200_1.-; In the said Ordinance, in
section 60, for the Vs{ordc “Collector of Customs’;, wherever occurring, the expression “Directot
Genefal, IPR (Enforcement), Director, IPR (Enforcement) or Collector of Customs or any
competent authority under the Customs Act, 1969 (IV of 1969)” shall. be substituted and for th.c‘

words “a District Court”, the words “an IP Tribunal” shall be substituted.

23. -+ Amendment of section 62, Ordinance XIX of 2001.- In the said Ordinance; in
section 62, for the Wofds “Collector of Cuctoms”, wherever occurring, the expression “Director
General, IPR (Enforcement), Director, IPR (Enforcement) or- Collector of 'Cust_oms or any

~ . competent authority under the Customé Act, 1969 (IV of 1969)” shal_l be substituted.

24. Amendment of section 63, brdinance XIX of 2001.— In the said Ordinance, in

section 63 for the words “Collector of Customs” wherever occurring, the expression “Director

General, IPR (Enforcement), Director, IPR (Enforcement) or Collector of Customs or any |

competent authorlty under the Customs Act, 1969 (IV of 1969)” shall be substituted and for the

words “a District Court”, the words “an IP Tribunal” shall be substltuted.

25. Amendment of section 64, Ordinance XIX of 2001.- In the said Ordinance, in’
Section 64, for the words “Collector of Customs”, the expression “Director General, IPR
(Enforcement), Director, IPR (Enforcement) or Collector of Customs or any competent authority

under the Customs Act, 1969 (IV of 1969)” ehall be substituted. S | é
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T 26. _ Amendment of section 65, Ordmance XIX of 2001.- In the sald Ordlnance in

ST R

® section 65, for the words “Collector of Customs™, the express1on “Director General, IPR
(Enforcement) Director, IPR (Enforcement) or Collector of Customs or any competent authority

¥ under the Customs Act, 1969 (IV of 1969)” shall be subst1tuted

- 27. Amendment of section 66, Ordinance XIX of 2001.- In the said Ordinance, in
sec’uon 66, for the words “Collector of Customs” the expressmn “Dlrector General 'IPR

(Enforcement)” shall be substltuted

28.  Amendment of section 67, Ordinance XIX of 2001.- In the said Ordinance, in
seeﬁon 67, in sub-section (3), for-the words “a District Court”, the words “an IP Tribunal” shall be

- substituted.

- 29, Amendment of section 70, Ordmance XIX of 2001.- In the said Ordmance in
secuon 70 in sub- sectlon (2) in clause (e), for the words “District Court”, the words “IP T r1buna.1” _

shall be substituted. : - ' .

30. Amendment of section 73, Ordinance XIX of 2Q01.j In the said Ordinance, in

section 73, -
(&) . insub-section (4), -

- 1) in clause (), the words “or a District Court” and the expression “or, as

the case may .be, the Distriot Court” shall be omitted; and
~ ii) in clause (b), the words “or a District Cour ».shall be omitted; and

(b) in sub-section (6), in clause (b), fof the expression *, the High Court or a

District Court”, the words “or theHigh Court” shall be substituted.




31. Amendment of section 77, Ordinance XIX of 2001.- In the said Ordinance, in
section 77, for the words “a District Court”, wherever occurting, the words “an IP Tribunal” shall

be substituted.

32. Amendment of section 78, Ordinance XIX of 2001.- In the said Ordinance, in .

section 78, for the words “a District Court”, wherever occurring, the words “an IP Tribunal” shall

be substituted.

33. Amendment of section 80, Ordinance XIX of 2001.- In the said Ordinance, in

section 80, -

(a) .insub-section (4), the words “or a District Court”, wherever occurting, shall

be omitted; and -
(b)  sub-section (5) shall be omitted.

34. °  Insertion of new chaptei', Ordinance XIX of 2001.- In the said Ordinance, after

chapter X, the following new Chapter XA shall be inserted, namely:-
«CHAPTER XA
INTERNATIONAL REGISTRATION OF TRADEMARKS

92A. International registration under Madrid Protocol. - The provisions of this Chapter shall

. apply to international applications and international registrations under the Madrid Protocol.

92B. Definitions. In this Chapter, unléss the context otherwise requifeé, -

6} “applicaﬁon”, in relation to a contracting state or a confracting orga;aization, |

means an application made by a person who is a citizen of, or is domiciled

in, or has a real and effective industrial or commercial establishment in, that
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confracting state or a state vs}hich is a member of that contreicting

. organization, as the case may be.

Eicplanaﬁon:— For the purposes of this clause, “real and effective industrial or

commercial establishment” means and includes any establishment where some bona

fide industrial or commercial activity takes place and need not nécessarily be the-

principal place of bu__sih"ess; :

(i)

“basic applicafion’? means an application for the registration of a trade mark-

- filed under section 22 and which is used as a basis'f.or applying for an

(iii)

@)

(vi)

international registration; S

“basic registration” means the registration of a trade mark under seéﬁ'on_33
and which is used as a basis for applying for an international registration;
“common regulations” means the Common Regulétioris under the Madrid
Aigreém_ent Concerning the International Registration of Marks and the

Protocol Relating to that Agreement;. -

“contracting organization” means a coniracting party that is an inter-

governmental organization; -

“contracting’.party” means a contraéting._state or contracting organization

party to fcﬁe Madrid Protocol;

(vii)

i)

“contracting state” means a country party to the Madrid Protocol;-

“designation”;.vﬁth its grammatical va,riations,“is a requesf for the extension
of protection under Article 3tér(l) or (2) of the Madrid Protocol, as the case
may . be; it alsd mea.ﬁs such extension as tecprded. in. the Int@mational

Register;




- (ix) ~ “designated contracting party” is a Contracting Party for which the extension

FaA U]

, 'of-p’rctection.has been requested under Article 3ter(l) or-(2) of the Madrid -

Protocol, as the case may be, or in respect of which such extension has been

recorded in the international register;

®) “mternat1onal apphcatlo . means an application for int'ernationai
reg1strat1on or for extensmn of the protectlon resultmg from an mtcrna’uonal

registration to any contracting party made under the Madrid Protocol;

(xi)  “international bureau” means the’ international “bureau of the world

intellectual property organization;

(xii) “international registration” means the registration of a trade mark in the .

“register of the infemaﬁcnal ‘bureau.effected under the. Magﬁd Protocol;

- (xiii) “Madrid - Agreefnent” means the Madrid Agreement Concerning the
International Registration of Marks adopted at Madrid on the 14‘&1 day of

April, 1891, as subsequently revised and amended;

(xiv) ““Madrid Protocol”. means thé Protocol re'lating‘ to the Madrid Agreement

Concerning the International Regiétraﬁon of Marks adopfed at Madrid_ on

the 27th day of June, 1989, as amended ﬁom»timc 10 ’nme, and

(xv) “office of origin” means the office through the mtermedlary of which the

' mterna‘uonal apphcatlon is filed in accordance with Artlcle 2(2). of the A

Madnd Protoco_l.

92C Trade Marks Reglstry to deal with mternatmnal appllcatlons - An international
- apphcat1on shall be dealt with by the Trade Marks Registry or such branch offices of the Reglsiry,

as the Organization may spec1fy. o o ' -
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_the expiry of the period of five years of an international registration, any final. decision resulting
into withdrawal, cancellation, expiration or réfusal shall be deemed to have taken place before the

-expiry of five years of the international registration. '

(6) The Registrar shall, during the penod of five years begmmng with the date of international

registratron transmit to the international bureau every information referred to in sub-section (5)

(7) The Registrar shall notify the international bureau the cancellation to be effected to an
international registration keeping in view the current status of the basic application or the basic

registration, as the case may be.,

92E. International registrations where Pakistan has been desi'gnatedi.- (1) The Registrar
shall, after receipt of a notification from the international bureau about any international re gistration
where Pakistan has been designated, keep a record of the particulars of that -international

registration in the prescribed manner. .

(2) Where, after recording the particulars of any international registration referred to in sub-
section (1), the Registrar is satlsﬂed that in the crrcumstances of the case the protectron of trade
mark in Pakistan should not be granted or such protection should be granted subject to conditions -
or limitations or to eonditions additional to or different from the conditions or lirriitatiens. subject
. to which the intemationai registration has been accepted, he rrray, after hearing the applicant.if he
S0 desires,' refuse grant of protection and inform the internatidnal bureau in the prescribed manner
within eighteen months from the date on which the notiﬁeation referred to in sub-section ( 1) ‘was

received.

(3) Where the Regrstrar ﬁnds nothing in the part1culars of an international registratron to
refuse grant of protectlon under sub-section (2), he shall within the prescribed period cause such

international registration to be advertised in the prescribed manner.
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i (4) The provisions of sections 14 to 31 (both inclusive), 82 and 83 shall apply mutatis .
mutandis in relation to an intemnational registration as if such international registration was an

application for registration of a trade mark under section 22.

(5) When the protection of an international registration has not been ‘oppdsed' and ‘the time

for notice of oppositien has expired, the Registrar shall within a period of eighteen montns of the

receipt of notification under subsection (1) notify -to 'che international bureau its acceptance. of

extension of protectlon of the trade mark under such 1nternat10nal reglstratron and in case the

Regrstrar farls to notify to the 1nternat10na1 bureau, it shall be deemed that the proteotlon has been

_ extended to the trade mark.

6) Internatronal reglstratlon des1gnat1ng Pakrstan shall enjoy the right of prrorrty provided

for in Article 4 of the Paris Conventlon and are exempt from the need to comply W1th the formalities

prescrlbed in sectlon D of that Artlcle

N Where a same ‘registered proprietor of a trade mark makes an.international registration
of trade mark with all goods or services in the national reglstrauon and designates Pakistan, the

international reglstratlon from the date of the registration shall be deemed to replace the registration

' held in Pakistan Wlthout prejud1ce to any rrght acquired under such p1 evrously held reglstratlon and

the Reglstrar shall upon request by the applicant, make’ necessary entry in the 1egrster referred to

- in sub-sectron (D of section 6.

(8) A holde1 of 1nternat10na1 regrstratlon of a“trade mark who desrgnates Paklstan and to

~ whom has not been extended protectlon in Pakistan shall have the same remedy whrch is avarlable

to any person makmg an apphcatlon for the regrstratlon ofa trade mark under sectron 22 and which

has not resulted in reglstr_atron under section 33.
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(9) Where at any time before the expiry of a period of ﬁve yea;rs of an international
registration, Whether such registration. has been transferred to another person or not, the related
basic application or, as the case may be, the basm registration in a eontractlng party other than
Pakistan has been withdrawn or eancelled or has expired or has been ﬁrlally refused in respect ef
all or some of the goods or.‘ser;/ices listed in the intematronal registra‘rion, the protectien resulting

* from such international registration in Pakistan shall cease to have effect. .

92F. Effects of international registration. - (1) From the date of the international -

registration of a trade mark where Pakistan has been designated or the date of the recording in the
register of the international bureau about the extension of the protection resulting from an
international registration of a trade mark to Pakistan, the protection of the trade mark in Pakistan

- shall be the same as if the trade mark had been registered in Pakistan.

e

(2) The indication of classes of goods and services given by the applrcant shall not bind the

Registrar with regard to the determination of the scope of the protection of the trade mark.

92G. Duration and.renewal of international registiation. - (1) The international
registration of a trade mark at the international bureau shall be for a period of ten years and may be

renewed for a period of ten years from the expiry of fhe preceding period.

(2) Subject to payment of a surcharge prescribed by the rules, a grace period of six ‘months

* shall be allowed for renewal of the international registration.

92H. Transformation -The date of filing of an application for the registration of a trade
mark made to the Registrar in accordance with Article 9quinquies of the Madrid Protocol shall be
the date of the cancelled international registration and, if the international registration enj'o'yed the

_right of priority, the application shall enjoy the same priority.
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(2) in section (1), in the Proviso, for the words “a Districf Court” and the words “District
Court”?' the words “an IP Tribunal” and thé words “IP Tribunal” respectively shall be
s.ubstitutedgvar.xd | |

(b)' in ‘sub—secﬁon (3),. for the words “a District éourt”, the Wofd “an IP Tribunal” shallbé

substituted.

41. Amendment of section 116, Ordinance XIX of 2001.- In the said Ordinance, in section
116, for the words “or a District Court”, wherever occurring, the words “IP Tribunal” shall be

substituted.

" 42. Amendment of section 117, Ordinance XIX of 2001.- In the said Ordinance, in section

117.-

(a) in margmal heading, for the words “'District Court”, the words “IP Tri-bur_lal” shall be .
substituted; and o
(b) in thé substantive part, for the words, “inferior to a District Copft” the expression, “,
excépt an IP Tribunal” shall be substituted.
43, Amendtln.ent of section-lis, Ordinance XIX of 2001.-'- In the said Ordiﬁance, in section
118.- |

(a) forthe Wdrds “a District Cour ”; the words “é.n IP Tribunal” shall be substi‘;ilted; and.-

(b) for the words ‘_‘Distric’c Court”, the words “IP Tribunal” shall be substituted.

44. Amendment of section 122, Ordinaﬂce XIX of 2001.- In the said Ordinance, in section

122, for the words “a District Court”, the wérds “an IP Tribunal” shall be substituted. .

45. Amendment of section 124, Ordinance XIX of 2001.- In the said Ordinance, in section

. 124, for the words “a District Court”, the.words “an IP Tribunal® shall be substituted.
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